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Art Unit: 1712 

1 . Claims 5, 6, 9 and 13 to 16 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

For claim 5, the temn "acrylate rubber based" is indefinite. That is, it is unclear 
what is embraced by the term "based". For prior art purposes the Examiner is of the 
position that this embraces the silicone rubber graft copolymer since it includes an 
acrylate rubber shell. 

For claim 14, the term "obtainable" is indefinite. It is unclear if this limits the 
molding to ones prepared by this method or not. 

For claim 13, it appears confusing that the vinyl content is in tenns of mol% 
based on total weight. It would appear that the vinyl content should be mol% based on 
total mol% of wt% based on the weight of the core. Clarification is required. 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected In the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428. 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer In compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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3. Claims 1-16 are provisionally rejected on the ground of nonstatutory obviousness 
type double patenting as being unpatentable over claims 18-25 of copending application 
No. 10/501,467. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the silicone rubber graft copolymer in '467 embraces silicone 
graft copolymers in which the shell is obtained from a mixture of acrylic esters and 
methacrylates. See for instance the silicone graft copolymers of claims 1 1 and 12 in 
'467. Claims 18 to 25 are drawn to an impact resistant molding material which contain 
both poly(meth)acrylates as well as styrene-acrylonitrile polymers. In this manner the 
instant claims are embraced by the claims in '467. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
states. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 , 2, 4 to 6, 9 to 12, 14 and 16 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Geek et al. 

Geek et al. teach silicone rubber graft copolymers meeting the requirements of 
the silicone copolymer in claim 1 . See for instance column 2, lines 45 and on, which 
teach an organosilicon compound meeting the "x", "y" and "z" limitations in claim 1 . Col, 
4, lines 25 to 29, teach the incorporation of vinyl groups in the silicon core. A shell is 
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subsequently polymerized and grafted onto tliis core. See column 4, lines 32 and on, 
which teach a mixture of methyl methacrylate and butyl acrylate. In fact, column 4, line 
54, teaches that this is a prefen-ed copolymer shell. The top of column 5 teaches that 
this core-shell polymer can be added to polyacrylate and polymethacrylate resins. This 
results in a composition that anticipates that claimed. 

For claim 2 see column 4, lines 57 to 59. For claims 4 and 9, see column 5, line 
7. As noted previously, the silicone graft copolymer can also be considered an acrylate 
rubber based impact modifier since the graft copolymer contains an acrylate rubber 
layer. See column 3, lines 21 and 22, for claims 6 and 10. The methyl methacrylate 
and butyl acrylate meet claims 1 1 and 12. 

For claim 14 the term "molding" is broad enough to cover the coating composition 
in Geek et al. Note column 5, line 54, which teaches using the composition as a compo- 
nent in a refrigerator or as a protective cover. 

7. Claims 3 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Geek et al. 

For claim 3, patentees fail to teach the specific ratio of acrylic ester to methacryl- 
ate, even though a mixture of these monomers is preferred. It has been held that where 
the general conditions of a claim are disclosed in the prior art, discovering the optimum 
or workable ranges involves only routine skill in the art (i.e. does not require undue 
experimentation). For instance, in view of the teaching that both monomers can be 
used, the skilled artisan would have found the selection of a 50/50 weight ratio to have 
been an obvious starting point for the core/shell copolymers in Geek et al. since this 
incorporates equal amounts of both necessary monomers. In this manner claim 3 is 
rendered obvious. 

For claim 13, patentees fail to specifically teach this vinyl group content. Note 
that Example 1 includes 5 mol% vinyl groups. Column 3, line 36, teaches that less than 
30 mol% of the radicals in the siloxane polymer can be vinyl. As noted above, where 
the general conditions of a claim are disclosed in the prior art, discovering the optimum 
or workable ranges involves only routine skill in the art. From this the skilled artisan 
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would have found the selection of from 2 to 3 mol% vinyl groups to have been obvious, 
particularly in view of how close 3 mol% is to 5 mol%, the specifically shown content in 
the working examples. 



8. Claim 15 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Geek et al. 

Patentees are silent as to these properties. The composition claimed, however, 
is the same as that found in the prior art (as noted above). Products of identical 
chemical composition can not have mutually exclusive properties. A chemical 
composition and its properties are inseparable. Therefore, If the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are 
necessarily present. In this manner the prior art inherently meets the instant claim. 
Where applicant claims a composition in terms of a property and the composition of the 
prior art is the same as that of the claim but the property is not explicitly disclosed by the 
reference, the examiner may make a rejection under both 35 U.S.C. 102 and 103, 
expressed as a 102/103 rejection. See MPEP 21 12 (III). 

9. Claims 1 , 2, 4 to 6, 9 to 12, 14 and 16 are rejected under 35 U.S.C. 102(b) as 
being anticipated by IVIautner et al. 

Mautner et al. teach graft copolymers having core/shell structure. See column 2, 
lines 40 and on, which teaches an organosilicon core meeting the claimed "x", "y" and 
"z" values and a grafted core. See for instance Example 3 in which vinyl groups are 
incorporated into the core and a mixture of acrylic esters and methacrylates meeting 
claims 1 1 and 12 is grafted thereto. The particle size meets claim 10. These core/shell 
compounds are used as impact modifiers for polymers and column 10, line 29, and col- 
umn 11, lines 13-15, teach polymethylmethacrylate. In view of the very limited number 
of specifically taught polymers to which the impact modifiers can be added, one would 
have anticipated the addition of a core/shell graft copolymer meeting that in claim 1 (for 
instance one prepared by the method of Example 3 in Mautner et al.) to polymethyl- 
methacrylate. In this manner the claims are met by the prior art. 
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For claim 2, see column 6, line 20, which anticipates the range of 70:30. For 
claims 4 and 9, note that the amount of impact modifier added in column 1 1 falls within 
these ranges. For claim 5, note the rationale noted above. 

10. Claim 15 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Mautner et al. 

This rejection relies on the same rationale as that detailed in paragraph 8, supra, 
and as such this will not be repeated. 

1 1 . Claims 3, 7, 8 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mautner et al. 

For claims 7 and 8, please note that of the 4 thermoplastics taught in Mautner et 
al. to which the core/shell polymer modifiers are added, in addition to polymethylmeth- 
acrylate there is also styrene-acrylonitrile polymers. Thus, from the limited number of 
thermoplastics taught in Mautner et al., the skilled artisan would have found a composi- 
tion containing two of these four polymers to have been obvious. Note that it is prima 
facie obvious to substitute equivalents, motivated by the reasonable expectation that the 
respective species will behave in a comparable manner or give comparable results in 
comparable circumstances. In re Ruff 1 18 USPQ 343; In re Jezel 158 USPQ 99; the 
express suggestion to substitute one equivalent for another need not be present to 
render the substitution obvious. In re Font, 213 USPQ 532. In addition, It is prima facie 
obvious to combine two compositions, each of which is taught by prior art to be useful 
for the same purpose, in order to form a third composition to be used for the very same 
purpose. In re Kerkhoven 205 USPQ 1069. The idea for combining said compositions 
flows logically from their having been individually taught in the prior art. The teachings 
in Mautner et al. indicate that the polymers therein are useful in forming thermoplastics 
having improved impact strength and combining two thermoplastics having desirable 
impact strength to form another would have been obvious to the skilled artisan. 

For claims 3 and 13, the Examiner relies on the rationale detailed in paragraph 8, 
above, as it presently applies. 
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1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 

272- 1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571 ) 272-1 302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomnation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free), i ^^"li/ 

l\|larg^4rG. Moore 
Prin^mExaminer 
Art Unit h 71 2 
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3/4/06 



